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REMARKS 

Li a conversation with the Examiner on May 24, 2005, the Examiner indicated that the 
Office Action was non-final. 

The objection to the specification is not understood. In the previous Response to 
Office Action filed on February 18, 2005, the specification was amended such that its first 
sentence reads u This application is a continuation of U.S. Patent No. 6,666,832." Having 
provided the patent number has been provided in accordance with the Office Action of 
December 16, 2004, the current Office Action set forth an objection on the grounds that the 
serial number of the parent is not provided, citing no section of the MPEP in support of that 
objection. The cited section of the United States Code that applies to continuation 
applications, 35 U.S.C. 120, merely requires a "specific reference'* to the parent, which was 
provided in the previous Response to Office Action filed on February 18, 2005. Nevertheless, 
the specification has been amended in order to facilitate prosecution of this application. 

35 U.S.C. 8102 

MPEP 2131 quotes Verdeeaal Brothers v. Union Oil of California, 814 F.2d 628, 631 
(Fed. Clt. 1987) for the legal standard of anticipation: "A claim is anticipated only if each and 
every element as set forth in the claim is found, either expressly or inherently described, in a 
single prior art reference." (emphasis added). 

Claims 1-11 

Claim 1 has been amended to include the limitations of dependent claim 9 and the 
intervening claims. Claims 5, 7 and 9 have been canceled. Claim 9 had merely been objected 
to, and the incorporation of the limitations of claim 9 and the intervening claims into claim I 
places claim 1 in condition for allowance. Claims 2-4, 6, 8 and 10-1 1 depend from 
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independent claim 1 , and are thus believed to be in condition for allowance as well under 
MPEP 608.01 (nXm). 

With regard to claim 10, Assignee expressly does not concur with the grounds of its 
rejection over U.S. Patent Application 2002/0162238 of Bakke et al. ("Bakke"). Claim 10 
depends from claim 1, and claims "[t]he tool of claim 1, wherein said body includes a 
plurality of surfaces, and wherein all of said recesses are defined in the same said surface of 
said body." The Office Action, upon finding that claim 1 utilizes "comprising" as a 
transitional term, states that "[accordingly, 'all of said recesses' (Claim 10, line 2) can be 
considered one or more of the recesses as disclosed by Bakke et al. Therefore, Bakke et al. 
discloses all of the recesses being defined in the same surface of the body." (Office Action, 
page 4). 

This rejection contains two distinct errors with which the assignee does not and cannot 
concur. First, regardless of the claim language in the present application, Bakke merely 
discloses what it discloses. The content of the prior art is determined "'at the time the 
invention was made 5 . . .to avoid impermissible hindsight." (MPEP 2141 .01(111)). Thus, any 
statements made in this application, filed after the priority date of Bakke, are simply irrelevant 
to the content of Bakke. No statements in the present application can cause Bakke to disclose 
"all of the recesses being defined in the same surface of the body." Instead, Bakke simply 
discloses a plurality of recesses 9 defined on one side of a body, and a plurality of recesses 
defined on the other side of the body as well, (e.g., Figure 6). Bakke does not disclose "all of 
the recesses being defined in the same surface of the body," regardless of the content of this 
patent application. 

Second, even more fundamentally, the interpretation of the term "comprising" in the 
Office Action eviscerates the very idea of claim limitation, leading to the novel inference that 
all claims utilizing this transitional word necessarily have infinite scope. MPEP 21 1 1 .03 
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states that «[t]he transitional term 'comprising' . . .is includes or open-ended and does not 
exclude addition^, unrecited elements or method steps." (emphasis added). The Office 
Action quotes this statement from the MPEP, but misapprehends its meaning. Although the 
term "comprising" does not exclude additional unrecited elements from the scope of the 
claim, it certainly excludes items that have been disclaimed by setting forth recited elements. 
Claim 10 expressly requires that "all of said recesses are defined in the same said surface of 
said body." That is, each and every recess must be defined in the same surface of the body. 
To contend that the use of the term "comprising" in claim 1 instead means that claim 10 
allows recesses in any surface of the body improperly reads the limitation "all of said recesses 
are defined in the same said surface of said body" completely out of claim 10. Such a 
contention is also contrary to the requirements of MPEP 2 1 1 1 .03, which clearly sets forth that 
the open-ended nature of the term "comprising" is limited to "additional, unrecited elements." 
Thus, Assignee expressly does not and cannot concur in the rejection of claim 10 in the Office 
Action. 

Claims 12-24 

The rejection of these claims is respectfully traversed. 

Claim 12 claims "[a] method of measuring a tissue structure having walls and a lumen 
therethrough, comprising: providing a body having at least one recess defined therein, 
wherein each said recess has a width corresponding to a different wall thickness of the tissue 
structure; bringing inner surfaces of the walls of the tissue structure together, the tissue 
structure being in a flaccid state; and moving at least a portion of the tissue structure relative 
to at least one said recess to measure the wall thickness thereof." 

The term "recess" means "[a] surface groove or depressioa" (McGraw Hill 
Dictionary of Scientific and Technical Terms, Fourth Edition 1574 (1989)). This 
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definition is consistent with the usage of the term in the specification, (e.g., page 5, line 3 
through page 6, line 6). The term "groove" means "[a] long, narrow channel in a surface." 
(McGra w Hill Dictionary of Scientific and Technical Terms, Fourth Edition 834 
(1989)) ( emphasis added). The term "depression" means "hollow or low place on a surface." 
(Webster's New World Dictionary, Second College Edition 379 (1978)) (emphasis 
added). All of these definitions have in common the fact that they refer to a channel or low 
place in a surface; that is, a single surface. Indeed, the very first definition of the word "a" in 
Webster's New World Dictionary, Second College Edition is "one." (Id. at 1). Thus, the 
claimed providing a body having at least one recess defined therein" in claim 12 refers to at 
least one recess defined in a single surface of that body, not in multiple surfaces, much less 
multiple bodies. Nowhere does the "Response to Argument" in the Office Action address the 
fact that the plain language of the claim requires the recess to be defined in a single body, not 
between two separate bodies. 

Ia contrast, U.S. Pat. No. 4,312,363 to Rothfuss ("Rothfuss") does not expressly or 
inherently describe the claimed "body having at least one recess defined therein." The alleged 
recess of Rothfuss is merely a space between engaging surfaces 2a, 4a of movable, 
independent jaws 2, 4. (Office Action, page 3; Rothfuss, col. 3, lines 57-63; col. 4, lines 7-10; 
col. 5, lines 40-51; Figures 1-2, 5). Thus, any space between the tissue engaging surface 2a 
and 4a into which tissue is placed is not a "recess" defined in anything, but instead a space 
between two opposed engaging surfaces, each connected to a separate, independent body. 

Further, Rothfuss fails to disclose "each said recess [having] a width corresponding to 
a different wall thickness of the tissue structure." As stated above, "a" means "one." Thus, 
each recess has a single width. As a result, the statement in the Office Action that "[t]he 
recess has a variable size" is an admission that Rothfuss does not disclose a single recess 
having a single width. (Office Action, page 6). Because the distance between the tissue 
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engaging surfaces2a, 4a is variable, there can be no single recess having a particular width 
corresponding to a particular wall thickness between those surfaces 2a, 4a 

r rhus, Rothfuss neither expressly nor inherently describes each and every element of 
claim 12, and claim 12 is therefore believed to be in condition for allowance. Claims 13-24 
depend from claim 12, and are thus believed to be in condition for allowance as well under 
MPEP608.01(n)(III). 



35U.S.C.§103 

MPEP 706.02Q) states: 

To establish a prima facie case of obviousness, three basic 
criteria must be met. First, there must be some suggestion or 
motivation, either in the references themselves or in the 
knowledge generally available to one of oidinary skill in the 
art, to modify the reference or to combine reference teachings. 
Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined^ 
must teach or suggest all the claim limitations . The teaching or 
suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the 
prior art and not based on applicant's disclosure. In re Vaeck, 
947 F.2d 488, 20 U.S.P.Q. 1438 (Fed. Cir. 1991) (emphasis 
added). 



Claim 4 

Dependent claim 4 depends from amended claim 1, which is believed to be in 
condition for allowance. As a result, claim 4 is thus believed to be in condition for allowance 
as well, under MPEP 608.0 l(nXTH). 

The assignee expressly does not concur with the grounds of rejection of claim 4 set 
forth in the Office Action, for the reasons set forth in the previous Response to Office Action. 
Further, there is no motivation to combine a pipe size measuring tool and a sizing gauge for 
hardware items to develop a surgical measuring device used in measuring properties of 
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REQUEST FOR ALLOWANCE 

iUlowance of the pending claims is respectfully solicited. Please contact the 
undersigned if there are any questions. 




Attorney for Cardica, Inc. 

Reg. No. 45,076 

Tel No. (650) 331-7162 
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